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DETAILED ACTION 

This office action is in response to Applicant's amendment submitted April 20, 

2010. 

Claims 1, 2, and 25 are pending and are examined on the merits herein. 

In view of Applicant's remarks submitted April 20, 2010, the rejection of claims 1, 
2, and 25 under 35 U.S.C. 103(a) as being unpatentable over Pandey in view of 
Tidmarsh and Fukuzumi is withdrawn. Applicant's arguments are persuasive. 

Search and examination has been extended to the full scope of the claims. 

Priority 

As set forth in the office action mailed May 7, 2009, the filing date of claims 1 , 2, 
and 25 is deemed to be the instant filing date, June 9, 2004. 

The following is a new rejection: 

Claim Rejections - 35 USC § 102 

(a) the invention was l^nown or used by otiiers in tliis country, or patented or described in a printed 
publication in tliis or a foreign country, before the invention thereof by the applicant for a patent. 

Claims 1, 2, and 25 are rejected under 35 U.S.C. 102(a) as being anticipated by 
Li et al. (SPIE Photonic West Meeting, January 27, 2004, PTO-1449 submitted 
November 7, 2007). As set forth above, the filing date of the instant claims is June 9, 
2004. 
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Li teaclies NIR664-2DG, wliicli anticipates tlie instant claims when D is NIR664 
and L is -NH- [page 3, Figure 1]. A composition comprising the compound at a 
concentration of 1 |jM was administered to mice [page 3, first full paragraph]. 

It is noted that the PTO-1449 submitted November 7, 2007 gives the publication 
date of the Li reference as January 27, 2004, but the date stamped on the reference is 
December 29, 2003. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
phor art under 35 U.S.C. 103(a). 

Claims 1, 2, and 25 are rejected under 35 U.S.C. 103(a) as being obvious over Li 
et al. (SPIE Photonic West Meeting, January 27, 2004, PTO-1449 submitted November 
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7, 2007) in view of Fukuzumi et al. (J. Phys. Chem. A 2002 
and Patani et al. (Chem Rev. 1996, 96, 3147-3176). 
Li teaches the following compound [Figure 1]: 




Li's compound differs from the claimed compound BChIPP because Li's 
compound has an isocyanate linker instead of an isothiocyanate linker and Li's 
compound contains a vinyl group instead of C(0)Me. 

Fukuzumi teaches that bacteriochlorin compounds are useful in photodynamic 
therapy due to long-wavelength absorption [see abstract and page 5108, Chart 1], and 
Fukuzumi's compounds have either the vinyl group of the C(0)Me group. Both 
compounds exhibit long-wavelength absorption [page 5108, Results and Discussion]. It 
is noted that Fukuzumi's compound is shown with different stereochemistry than the 
claimed compound, as mentioned by Applicant. However, the stereochemistry 
illustrated by Fukuzumi appears to be in error. It is known in the art that 
bacteriochlorins are derived from R. Sphaeroides - this is noted in the instant 
specification [0009]. Fukuzumi's compounds are also derived from R. spheroids [page 
5106, Synthesis of bacteriochlorins]. The stereochemistry noted by Applicant is derived 
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, 106, 5105-5113, of record) 
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from the natural product, and is not installed synthetically. Thus, the stereochemistry of 
bacteriochlorins should be the same, and Fukuzumi simply contains an error. 

Patani teaches that C=0 and C=S are bioisosteres [page 3155, Divalent 
Isosteres]. Bioisosteric replacement in drug design is prevalent and is used for the 
rational modification of lead compounds into safer and more clinically effective agents 
[page 3147, Introduction]. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to prepare the claimed conjugate BChlPP. Li teaches a 2- 
deoxyglucose conjugate of a similar bacteriochlorin compound. Li's bacteriochlorin 
differs from the claimed compound at the position bearing the vinyl group, as set forth 
above. However, Fukuzumi teaches several bacteriochlorin species, including those 
which contain the vinyl moiety or the C(0)Me, and each are useful in photodynamic 
therapy due to their long-wavelength absorption. The skilled artisan would substitute 
one for the other because they have similar structures, similar properties, and the same 
utility. Li's compound has an isocyanate group instead of an isothiocyanate group. 
However, C=0 and C=S are known bioisosteric replacements, as taught by Patani. The 
skilled artisan would substitute C=0/C=S in expectation of preparing a safer or more 
clinically effective agent, as taught by Patani. 



Conclusion 

No claims are allowed. 
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Any inquiry concerning tliis communication or earlier communications from the 
examiner should be directed to LAYLA BLAND whose telephone number is (571)272- 
9572. The examiner can normally be reached on Monday - Friday, 7:00 - 3:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Anna Jiang can be reached on (571 ) 272-0627. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status Information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Layla Bland/ 
Examiner, Art Unit 1623 



